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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

BRIGGS & STRATTON CORPORATION and 
KOHLER CO., 
 

Opposers, 

v. 

HONDA GIKEN KOGYO KABUSHIKI 
KAISHA, 

Applicant. 

 
 

Opposition No. 91200832 (parent) 
 
Opposition No. 91200146 
 
Application Serial No. 78924545 

 

CORRECTED DECLARATION OF ROBERT N. PHILLIPS IN SUPPORT OF 
OPPOSERS’ REPLY BRIEF ON MOTION FOR SUMMARY JUDGMENT 

 
[REDACTED PUBLIC VERSION] 

 

 I, Robert N. Phillips, declare as follows:   

1. I am a partner in the law firm of Reed Smith LLP, counsel of record for Opposer 

Briggs & Stratton Corporation.  The matters set forth herein are based upon my personal 

knowledge, except where otherwise indicated, and if called as a witness I could and would testify 

competently thereto.   

2. Attached hereto as Exhibit 1 is a true and correct copy of a new press release 

recently published by Honda on August 6, 2013 regarding development of general purpose 

engines for emerging markets, available at http://world.honda.com/news/2013/ p130806General-

purpose-Engines-Emerging-Markets.  In paragraph 2 of the press release, Honda refers to the 

Proposed Mark as “a compact design that ensures compatibility with a wide range of 

installations.”   

3. Attached hereto as Exhibit 2 is a true and correct copy of U.S. Patent No. 

7,104,258.   
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4. Attached hereto as Exhibit 3 is a true and correct copy of excerpts of the August 

10, 2012 deposition in this proceeding of Steven S. Conner, Vice President of Honda’s Power 

Equipment Division.   

5. Attached hereto as Exhibit 4 is a true and correct copy of Underwriters 

Laboratories Inc., UL 1439 “Standard for Determination of Sharpness of Edges,” 4.1 (June 1, 2004) 

which states that “[a]n edge of an enclosure opening, frame, guard, knob, handle or the like of an 

appliance or equipment shall be smooth and rounded so as to not cause a cut-type injury when contacted 

during normal use or user maintenance.” 

6. Attached hereto as Exhibit 5 is Honda’s description and drawing of the Proposed 

Mark with each of the described elements labeled for the Board’s reference.  In addition, Exhibit 

5 presents for the Board’s review a convenient guide, on an element by element basis, to 

Opposers’ evidentiary citations regarding the functionality of the Proposed Mark.   

7. Attached hereto as Exhibit 6 is a comparison of Figure 1 of the U.S. Patent 

Number 4,813,385 (‘385 Patent) and the Proposed Mark.  Also, the chart identifies numbered 

items 2, 3, 4, 6, and 11 depicted in Figure 1 of the ‘385 Patent and their corresponding 

appearance in the drawing of the Proposed Mark.  The ‘385 Patent may be found at Exhibit 6 to 

the Daugherty Declaration in Support of Opposer’s Motion for Summary Judgment dated 

February 1, 2013 (“Daugherty Declaration”).   

8. Attached hereto as Exhibit 7 is a comparison of Figure 1 of the ‘385 Patent and 

third party engines.  Also, the chart identifies numbered items 2, 3, 4, 6, and 11 depicted in 

Figure 1 of the ‘385 Patent and their corresponding appearance in the third party engines.  The 

third party engines may be found at Exhibit 24 to the Daugherty Declaration. 

9. Attached hereto as Exhibit 8 is Honda’s drawing of the Proposed Mark and a 

photograph of Honda’s design changes in 2011.  The labels identify the design changes that 

Honda contends do not alter the overall appearance of the Proposed Mark.  The photograph of 

Honda’s design changes in 2011 may be found at Exhibits 5 and 29 to the Daugherty 

Declaration.   
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10. Attached hereto as Exhibit 9 are documents from the file history of Application 

Serial No. 77838661, including the drawing page and the Final Action dated March 30, 2011, 

wherein the USPTO, citing Textron, rejected an application to register a back stretcher noting “a 

few arbitrary or otherwise nonfunctional features included with a product configuration mark do 

not affect a functionality determination where the evidence shows the overall design to be 

functional.”   

11. Attached hereto as Exhibit 10 are documents from the file history of Application 

Serial No. 8583907, including the drawing page and the Office Action dated May 23, 2013, 

wherein the USPTO, citing Becton, rejected an application to register step chair exercise 

equipment based upon a utility patent that did not show the exact same configuration but 

illuminated the purpose of the box-like frame (i.e. rest on floor and provide support).   

12. Attached hereto as Exhibit 11 are documents from the file history of Application 

Serial No. 78254832, including the drawing page and the Office Action dated February 6, 2005, 

wherein the USPTO, citing Trafix and Valu Engineering, rejected an application to register a 

wine glass configuration finding that the presence of alternative designs does not mean that the 

applicant’s design is not functional.   

13. Attached hereto as Exhibit 12 is the first page of Kohler SH265 Service Manual 

showing a drawing of the front view of the SH265 Engine, the engine that Honda alleges is a 

knockoff of its Proposed Mark.  The service manual, and a photograph of the engine, are at:    

(http://www.kohlerengines.com/onlinecatalog/productDetail.htm?productNumber=Courage%20

SH265).  

 

 I declare under penalty of perjury under the laws of the United States of America that the 

foregoing is true and correct.  Executed on the 16th day of October, 2013 at San Francisco, 

California.   
 
      By: /s/ Robert N. Phillips   
                     Robert N. Phillips 
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CERTIFICATE OF SERVICE  

 I hereby certified that a true and correct copy of the foregoing CORRECTED 

DECLARATION OF ROBERT N. PHILLIPS IN SUPPORT OF OPPOSERS’ REPLY BRIEF 

ON MOTION FOR SUMMARY JUDGMENT [REDACTED PUBLIC VERSION] was served 

on the following counsel of record by depositing same in the U.S. mail, first class postage 

prepaid, this 22nd day of October, 2013: 

  
 Michael J. Bevilacqua, Esq. 
 Wilmer Cutler Pickering Hale and Dorr LLP 
 60 State Street 
 Boston, MA  02109-1800 
 Phone: (617) 526-6448 
 Fax: (617) 526-5000 
 
       /s/ Deborah L. Kalahele   
       Deborah L. Kalahele  
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